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REMARKS 

This is in response to the Office Action that was mailed on 
July 20, 2004. Claim 1 is amended by the deletion of amino and 
nitro substituents on the pyridyl ring when R is alkyl, cycloalkyl, 
or cycloalkylalkyl. Also, cycloalkyl in claim 1 has been limited 
to cyclic alkyl of 3 to 7 carbon atoms, in accordance with the 
disclosure in lines 13-14 on page 16 of the specification. Claim 
12 is limited to a feature formerly recited in claim 13. Claims 13 
and 14 are cancelled, without prejudice. No new matter has been 
introduced into the application by this Amendment. Claims 1, 4-7, 
and 12 remain in the application. 

Claim 1 was rejected under 35 U.S.C. §103 (a) as being 
unpatentable over an article by Jain et al. It would seem that 
this ground of rejection would also apply to claim 5. The Examiner 
directs attention to compounds 26, 27, 46, and 47 in Table II on 
page 814 of the Jain et al. article. 

Compound 26 is 4-methyl-l- (3-nitro-4-pyridyl) piperazine . 

Compound 27 is 4-methyl-l- (3-amino-4-pyridyl) piperazine . 

Compound 46 is 4-phenyl-l- (3-nitro-4-pyridyl) piperazine . 

Compound 47 is 4-phenyl-l- (3-amino-4-pyridyl) piperazine . 
Inasmuch as "R" in the presently claimed invention can be only 
alkyl, cycloalkyl, cycloalkylalkyl, or hydrogen, compounds 46 and 
47 are irrelevant to the present disclosure. Claim 1 is amended 
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herein to avoid reading on 3-pyridyl isomers of compounds 26 and 27 
in the Jain et al. article. 

Claims 1, 4-7, and 12-14 were rejected under the second 
paragraph of 35 U.S.C. §112 as failing to define the invention 
properly. The term "cycloalkyl" has been modified in accordance 
with the disclosure in order to obviate this aspect of the 
rejection. Regarding claim 12, the Examiner alleges that "one 
skilled in the art cannot say which disease is responsive to the 
activity of nicotinic ACh receptor modulators and which disease is 
not responsive thereto". Applicants respectfully disagree. One 
skilled in the art could simply treat a patient showing symptoms of 
a particular disease with a nicotinic ACh receptor modulators and 
observe whether that disease responds thereto. It is respectfully 
submitted that the language in question does not render the claims 
indefinite. The Examiner also argues that the phrase "including 
human" in claim 12 renders the claim indefinite, citing MPEP 
2173.05(d). That section of the Manual deals with exemplary 
language ("for example", "such as") . In contrast, the phrase 
"including humans" is explanatory language, which does not - as the 
Examiner alleged - make it unclear whether the limitations 
following the phrase are part of the claimed invention. It is 
respectfully submitted that the claims in their present form 
satisfy the requirements of the statute. 
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Claims 12-14 were rejected under the first paragraph of 35 
U.S.C. §112 as exceeding the scope of the enablement. This ground 
of rejection is overcome by the cancellation of claims 13 and 14 
and the limitation of claim 12 to the method acknowledged by the 
Examiner to be enabled. 

Should there be any outstanding issues remaining in the 
present application, the Examiner is respectfully requested to 
contact Richard Gallagher (Reg. No. 28,781) at (703) 205-8008. 

< 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 
required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; 
particularly, extension of time fees. 



Respectfully submitted, 



BIRCH, STEWART, KOLASCH & BIRCH, LLP 





P.O. Box 747 " 
Falls Church, VA 22040-0747 
(703) 205-8000 
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